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DETAILED ACTION 

Claim Objections 

1 . Claim 2 is objected to because of the following informalities: In claim 2, "it is 
made in one piece" should read "the package is made in one piece". Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 6 and 7 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 6 is not a proper dependent claim as it 
appears to claim the same features as independent claim 1 but uses different 
terminology (i.e. the "rectangular panel" is the same as the "external lateral panel" of 
claim 1). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-3, 5-11, 15, 16 and 19-22 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lamare (EP 0693428) in view of DeNola (US 5,529,187). Lamare 
discloses packaging (See Figs 3, 5B) for protecting and locating a circular contour 
object such as an eyeglass lens, the packaging including a bottom panel (7); two box- 
sections each including an external lateral panel (13) and an internal lateral panel (11) 
that includes an opening (15) for at least partial insertion of the object, each box-section 
being attached by an articulation (fold line 17) to the bottom panel along a respective 
one of two opposite edges (at fold lines 17 in Fig. 3), each box-section being adapted to 
assume a folded down position (See Fig. 3) in which the external lateral panel is in line 
with the bottom panel and a raised position (See Fig. 2) in which the external lateral 
panel upstands relative to the bottom panel; two flaps (panels 14) each attached by an 
articulation (fold lines 24) to the bottom panel along a respective one of two opposite 
edges (at fold lines 24 in Fig. 3) adjacent the box-sections, each flap being adapted to 
assume a folded down position in which it is in line with the bottom panel and a raised 
position in which the flap upstands relative to the bottom panel, against the longitudinal 
ends of the box-sections; and means for maintaining the box-sections and the flaps in 
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the raised position (gussets 27); characterized in that, for each box-section, said 
external lateral panel has a first end connected by an articulation (17) to the bottom 
panel, a second end connected by an articulation (fold line between 13 and 18) to a first 
end of an intermediate panel (18), the latter also including a second end connected by 
an articulation (fold line 20) to a first end of said internal lateral panel, the latter also 
including a second end connected by an articulation (fold line between 11 and 19) to the 
bottom panel along the articulation between the first end of the external lateral panel 
and the bottom panel. Lamare discloses the claimed invention except for the specifics of 
the opening. 

However, DeNola teaches a package comprising two box sections (30 and 32), 
each including an opening (62/64), wherein each opening has at least one locating 
tongue (66/60) attached to an internal panel at one end for the purpose of adding 
cushion to protect an article when its placed in the opening. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the openings of Lamare to include locating tongues as taught by DeNola 
in order to better protect the article by adding more cushioning. 

Regarding claims 2, 3, 5-1 1 and 15, Lamare-DeNola discloses the package is 
made from one piece; the bottom panel is square; the locating tongues include at least 
one transverse scoring line (line between tabs) over their length; each box-section is 
formed in one piece with the bottom panel by a rectangular panel connected by a first 
scoring line (17) to the edge of the bottom panel, said rectangular panel including a 
second scoring line (fold line between 13 and 18) delimiting the external lateral panel, a 
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third scoring line (fold line 20) delimiting the intermediate panel, a fourth scoring line 
(fold line between 11 and 19) delimiting the internal lateral panel, and said rectangular 
panel extending beyond the fourth scoring line by way of a fixing flap (19) fastened to 
the bottom panel so that the fourth scoring line is juxtaposed to the first scoring line; the 
fixing flap is glued to the bottom panel; the intermediate panel includes a longitudinal 
scoring line (line between panel 18 and fold line 20); the width of the external lateral 
panel is substantially equal to the width of the internal lateral panel; the width of the 
external lateral panel is substantially equal to the width of the internal lateral panel and 
said longitudinal scoring line is disposed substantially along the longitudinal median line 
of the intermediate panel; the means for holding the box-sections and the flaps in the 
raised position include means (gussets 27) associated with the flaps and with the box- 
sections to hold the box-sections in the raised position when the flaps are in the raised 
position and means (at fold line 28) for holding the flaps facing each other against the 
box-sections; the flaps are each attached to the adjacent longitudinal ends of the box- 
sections by two gussets (27). 

Regarding claim 16, Lamare discloses a sheet material packaging blank 
characterized in that it comprises a bottom panel (7); two external lateral panels (11) 
connected by a scoring line (17) to two opposite edges of the bottom panel; two flaps 
(14) each connected by a scoring line (24) to a respective one of the other two edges 
opposite of the bottom panel; two intermediate panels (18) connected by a scoring line 
to each of the opposite edges of the bottom panel of the two external lateral panels; two 
internal lateral panels (1 1 ) each connected by a scoring line to a respective one of said 
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intermediate panels at the edge thereof opposite the external lateral panel, each internal 
lateral panel being extended, in the direction away from the intermediate panel, by a 
fixing flap (19), the internal lateral panels further including a cut-out (15). Lamare 
discloses the claimed invention except for the specifics of the cut-out and the closure 
panel. 

Regarding the specifics of the cut-out, DeNola teaches a package comprising 
two box sections (30 and 32), each including an opening (62/64), wherein each opening 
has at least one locating tongue (66/60) attached to an internal panel at one end for the 
purpose of adding cushion to protect an article when its placed in the opening. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the cut-outs of Lamare to include locating tongues 
as taught by DeNola in order to better protect the article by adding more cushioning. 

Regarding the closure panel, DeNola teaches a closure panel (46) for the 
purpose of closing the top opening of the package to better hold the article in place. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided the package of Lamare with a closure panel as 
taught by DeNola in order to close the top opening of the package to better hold the 
article in place when the sleeve 5 is not in use. 

Regarding claims 19-22, Lamare-DeNola discloses the width of the external 
lateral panel and the width of the internal lateral panel are substantially equal; the 
external lateral panels and the flaps are connected in pairs at their ends adjacent the 
bottom panel by a gusset; the widths of each of the flaps and of each of the external 
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lateral panel are substantially equal; and the method of packaging and positioning a 
circular contour object whose diameter is substantially equal to the length of the square 
bottom panel. 

7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lamare 
(EP 0693428) in view of DeNola (US 5,529,187) as applied to claim 1 above, and 
further in view of Saiki et al. (US 5,829,587). As described above, Lamare-DeNola 
discloses the claimed invention except for the specific number of locating tongues. 
However, Saiki teaches a package comprising a box sections (30) including openings 
(39) with at least four locating tongues (43) for the purpose of securely holding the 
article within the opening. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have modified the openings of Lamare- 
DeNola to include at least four locating tongues as taught by Saiki in order to more 
securely hold the article in place within the openings. 

8. Claims 12-14, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lamare (EP 0693428) in view of DeNola (US 5,529,187) as applied 
to claims 1 and 1 6 above, and further in view of Carpenter (US 2,846,1 32). As 
described above, Lamare-DeNola discloses the claimed invention except for the 
specifics of the closure panel. However, Carpenter teaches a package comprising a 
closure panel (12) including a scoring line (line between 12 and 14) adjacent to a fold- 
down panel (14) adapted to be superimposed on the front wall of the bottom section, 
and attachment means (19 and 21) projecting from the edges of the closure panel which 
cooperate with notches (17 and 20) in the side walls of the bottom section for the 
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purpose of securely holding the package in its closed position. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the device of Lamare-DeNola with a fold down panel, attachment means 
and notches as taught by Carpenter in order to more securely hold the package closed. 

9. Claims 1-7, 9, 11, 15 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saiki et al. (US 5,829,587). Saiki discloses packaging (10) for 
protecting and locating a circular contour object such as an eyeglass lens, the 
packaging including a bottom panel (11); two box-sections (30/20) each including an 
external lateral panel (31/21) and an internal lateral panel (33/23) that includes an 
opening (39/29) for at least partial insertion of the object, each box-section being 
attached by an articulation (fold line between 11/31 and fold line between 11/21) to the 
bottom panel along a respective one of two opposite edges, each box-section being 
adapted to assume a folded down position (See Fig. 2) in which the external lateral 
panel is in line with the bottom panel and a raised position (See Fig. 1) in which the 
external lateral panel upstands relative to the bottom panel; two flaps (panels 35/36) 
each attached by an articulation (fold lines) to the bottom panel along a respective one 
of two opposite edges adjacent the box-sections, each flap being adapted to assume a 
folded down position in which it is in line with the bottom panel and a raised position in 
which the flap upstands relative to the bottom panel, against the longitudinal ends of the 
box-sections; and means for maintaining the box-sections and the flaps in the raised 
position (37/38); characterized in that, for each box-section, said external lateral panel 
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has a first end connected by an articulation (fold line between 1 1/31 and fold line 
between 1 1/21) to the bottom panel, a second end connected by an articulation (fold 
line between 31/32 and 21/22) to a first end of an intermediate panel (32/22), the latter 
also including a second end connected by an articulation (fold line between 32/33 and 
22/23) to a first end of said internal lateral panel, the latter also including a second end 
connected by an articulation (fold line between 33/34 and 23/24) to the bottom panel 
along the articulation between the first end of the external lateral panel and the bottom 
panel, in that at least one locating tongue (43) is disposed in the opening (39) of one 
box-section and attached to the internal lateral panel by only an end opposite the 
bottom panel. Saiki discloses the claimed invention except for the opening (29) of the 
second box-section having locating tongues. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have modified the opening 
(29) of Saiki with locating tongues (43) as disclosed in the bottom openings (39) in order 
to better hold the top of the article in place. It has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St. Regis Paper 
Co. v. Bemis Co., 193 USPQ 8. 

Regarding claim 2, Saiki discloses the package is made in one piece. 

Regarding claim 3, Saiki discloses the claimed invention except for the specific 
shape of the bottom panel. To modify the shape of the bottom panel to be square as 
claimed would entail a mere change in shape of the bottom panel in order to hold 
articles of a desired size and yield only predictable results. "[I]f a technique has been 
used to improve one device, and a person of ordinary skill in the art would recognize 
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that it would improve similar devices in the same way, using the technique is obvious 
unless its actual application is beyond that person's skill." KSR Int 'I v. Teleflex Inc., 127 
S.Ct. 1740, 82 USPQ2d 1396 (2007). A change in form or shape is generally 
recognized as being within the level of ordinary skill in the art, absent any showing of 
unexpected results. In re Dailey et al., 149 USPQ 47. 

Regarding claims 4-7, 9,11,15 and 22, Saiki discloses four locating tongues (43) 
are disposed in each opening and are independent of the others and attached to the 
bottom panel at one end (attached through another panel); the locating tongues include 
at least one transverse scoring line (line between tabs) over their length; each box- 
section is formed in one piece with the bottom panel by a rectangular panel connected 
by a first scoring line to the edge of the bottom panel, said rectangular panel including a 
second scoring line delimiting the external lateral panel, a third scoring line delimiting 
the intermediate panel, a fourth scoring line delimiting the internal lateral panel, and said 
rectangular panel extending beyond the fourth scoring line by way of a fixing flap 
(34/24) fastened to the bottom panel so that the fourth scoring line is juxtaposed to the 
first scoring line; the fixing flap is glued to the bottom panel; the width of the external 
lateral panel is substantially equal to the width of the internal lateral panel; the means 
for holding the box-sections and the flaps in the raised position include means (37/38) 
associated with the flaps and with the box-sections to hold the box-sections in the 
raised position when the flaps are in the raised position and means (glue) for holding 
the flaps facing each other against the box-sections; the flaps are each attached to the 
adjacent longitudinal ends of the box-sections by two gussets (37/38 can be considered 
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gussets when attached); and the obvious method of packaging and positioning an 
object of any shape, including circular contour object whose diameter is substantially 
equal to the length of the square bottom panel. 

10. Claims 12-14 and 16-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saiki et al. (US 5,829,587) in view of Carpenter (US 2,846,1 32). Saiki 
discloses a sheet material packaging blank characterized in that it comprises a bottom 
panel; two external lateral panels connected by a scoring line to two opposite edges of 
the bottom panel; two flaps (14) each connected by a scoring line to a respective one of 
the other two edges opposite of the bottom panel; two intermediate panels connected 
by a scoring line to each of the opposite edges of the bottom panel of the two external 
lateral panels; two internal lateral panels each connected by a scoring line to a 
respective one of said intermediate panels at the edge thereof opposite the external 
lateral panel, each internal lateral panel being extended, in the direction away from the 
intermediate panel, by a fixing flap, the internal lateral panels further including a cut-out 
(39) . Saiki discloses the claimed invention except for the cut-out (29) of the second 
box-section having locating tongues and the closure panel. 

Regarding the locating tongues, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have modified the opening (29) of 
Saiki with locating tongues (43) as disclosed in the bottom openings (39) in order to 
better hold the top of the article in place. It has been held that mere duplication of the 
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essential working parts of a device involves only routine skill in the art. St. Regis Paper 
Co. v. Bemis Co., 193 USPQ 8. 

Regarding the closure panel, Carpenter teaches a package comprising a closure 
panel (12) including a scoring line (line between 12 and 14) adjacent to a fold-down 
panel (14) adapted to be superimposed on the front wall of the bottom section, and 
attachment means/tongues (19 and 21) projecting from the edges of the closure panel 
which cooperate with notches (17 and 20) in the side walls of the bottom section for the 
purpose of securely holding the package in its closed position. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the device of Saiki with a closure panel with a fold down panel and 
attachment means/tongues, and notches to the sidewalls as taught by Carpenter in 
order to securely hold the package closed when sleeve (2) is removed. 

Regarding claims 1 9-21 , Saiki-Carpenter discloses the width of the external 
lateral panel and the width of the internal lateral panel are substantially equal; the 
external lateral panels and the flaps are connected in pairs at their ends adjacent the 
bottom panel by a gusset; and the widths of each of the flaps and of each of the 
external lateral panels are substantially equal. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 form. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Reynolds whose telephone number is (571)272- 
9959. The examiner can normally be reached on Monday-Friday 9:30am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571 )272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. R.l /Mickey Yu/ 

Examiner, Art Unit 3728 Supervisory Patent Examiner, Art 

Unit 3728 



